TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

Paper No. 13

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte EDWARD F. ABBEY

Appeal No. 98-2413
Application 08/ 763, 549"

ON BRI EF

Bef ore COHEN, ABRAMS and FRANKFORT, Adm nistrative Patent
Judges.
FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed Decenber 10, 1996. Accord-
ing to appellant, the application is a division of Application
08/ 642,593, filed May 3, 1996, now U.S. Patent 5,623, 774,

i ssued April 29, 1997.
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This is a decision on appeal fromthe exam ner's
final rejection of clainms 11 through 14, all of the clains
remaining in the application. Cains 1 through 10 have been
cancel ed.

Appellant's invention is directed to a stud for
attachnment to a sport shoe. |Independent claiml1ll is repre-
sentative of the subject nmatter on appeal and a copy of that
claim as reproduced fromthe Appendix to appellant’s brief,

is attached to this decision.

The prior art references of record relied upon by

the examiner in rejecting the appealed clains are:

Phillips 2,682,714 July 6,
1954
Swai n 5,243,775 Sept. 14,
1993
Deacon et al. (Deacon) 5,259, 129 Nov. 9,
1993

Clains 11, 12 and 14 stand rejected under 35 U S. C

8§ 103 as being unpatentabl e over Deacon in view of Phillips.
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Clainms 11 through 14 stand rejected under 35 U. S. C

8 103 as bei ng unpatentabl e over Deacon in view of Swain.?

Rat her than reiterate the examner's full statenent
of the above-noted rejections and the conflicting viewpoints
advanced by the exam ner and appell ant regardi ng those rejec-
tions, we make reference to the exam ner's answer (Paper No.
11, mailed January 13, 1998) for the exam ner's reasoning in
support of the rejections, and to appellant's brief (Paper No.
9, filed Decenber 29, 1997) for appellant's argunents there-

agai nst.

OPI NI ON

2 As noted by the exam ner on page 2 of the answer, the
doubl e patenting rejection found on pages 2-3 of the fina
rej ection has been overcone by the filing of a termnal dis-
cl ai mer.
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In reaching our decision in this appeal, we have
gi ven careful consideration to appellant's specification and
clainms, to the applied prior art references, and to the re-
spective positions articul ated by appellant and the exam ner.
As a consequence of our review, we have made the detern na-

tions which foll ow

Looking first to the examner's prior art rejection
of clainms 11, 12 and 14 under 35 U.S.C. § 103, we are in ful
agreenent with appellant’s position as set forth on pages 5
and 6 of the brief, that the exam ner's nodification of Deacon
in the
speci fic manner posited in the exam ner’s answer (pages 3-4)
I's based on the hindsight benefit of appellant's own teachings

and

not on anything fairly suggested by the applied references
thensel ves. Thus, we will not sustain the exam ner's rejec-

tion of clains 11, 12 and 14 under 35 U S.C. § 103.
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W will |ikew se not sustain the exam ner’s rejec-
tion of clains 11 through 14 under 35 U. S.C. §8 103 as being
unpat ent- able over Deacon in view of Swain. If it is the
exam ner’s position (answer, page 4) that it would have been
obvious to one of ordinary skill in the art to select only the
snmoot h surface centering pin (25) of Swain as a repl acenent
for the threaded stud (13) of Deacon, it is again our opinion
that the exam ner's nodification of Deacon is based on the
hi ndsi ght benefit of appellant's own teachings and not on
anything fairly suggested by the applied references. In
di scussing the specially devel oped gri pper seen in Figure 2 of
the patent, Swain (col. 5, line 58, to col. 6, line 3) enpha-
sizes the functioning of the tapered centering pin (25) in
slightly spreading the netal bush (14) so as to enhance and
make firmer the threaded connection between the threads (13)
of the socket part (11) and the threads (24) of the
plastic sleeve (23) of the gripper. Thus, it would appear to
us
that Swai n woul d been suggestive to one of ordinary skill in

t he
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art of providing an entire connector arrangenent |ike that
seen therein in place of the threaded stud (13) and threaded
hol e (3) of Deacon, and not of nerely selecting the snooth
surface centering pin (25) as a replacenent for the threaded

stud (13).

Stated sinply, there is nothing in the prior art
relied upon by the exam ner which would have been suggestive
to one of ordinary skill in the art of providing an attachnent

means in Deacon “consisting of a cylindrical shank forned of a

plastic material . . . [with] said cylindrical shank having a
snoot h outer surface adapted to be threadably received by the
t hreaded socket of the sole of the sport shoe” (enphasis

added) .3

® Caim13 on appeal sets forth the further requirenent
that the cylindrical shank of claim1ll “tapers inwardly from
the proximal end to the termnal end thereof such that the
term nal end of said cylindrical shank is narrower than the
pr oxi mal end . " (enphasis added). |If the shank is
“cylindrical” as expressly required in independent claim11,
then it follows that it cannot have a tapered configuration
like that set forth in dependent claim 13. The exan ner and

(conti nued. ..)
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To sunmmari ze, we have refused to sustain both of the
rejections before us on appeal in this application. Thus, the

deci sion of the exam ner is reversed.

REVERSED

| RWN CHARLES CCHEN )
Adm ni strative Patent Judge )
)
)
)  BOARD CF
PATENT
NEAL E. ABRAMS ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFER-
ENCES
)
)
)
CHARLES E. FRANKFORT )
Adm ni strative Patent Judge )

3(...continued)
appel | ant shoul d resol ve this discrepancy during any further
prosecution of this application before the exam ner.

7
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Donal d R Fraser

Macm | | an, Sobanski & Todd, LLC
132C West Second Street
Perrysburg, OH 43551-1401
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APPENDI X

11. A stud for attachnment to the sole of a
sport shoe wherein the sole has at |east one internally
t hreaded socket for receiving the stud, the stud conprising:

a main body portion fornmed of a plastic nmaterial,
sai d body portion having an upper surface in facing rel ation
to the sole of the sport shoe and a traction producing | ower
surface in spaced and generally parallel relation to the upper
surface and in facing relation to a supporting surface; and

attachnment means consisting of a cylindrical shank
formed of a plastic material, said cylindrical shank being
integral with and extending outwardly fromthe upper surface
of said body portion, said cylindrical shank having a snooth
outer surface adapted to be threadably received by the
t hreaded socket of the sole of the sport shoe.

-Al-



